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DETAILED ACTION 



Election/Restrictions 

1 . This action is in response to a response to a restriction requirement filed on 
September 10, 2007. Applicants' election of Group I is acknowledged. The applicant 
has selected their election expressly with traverse. There are thirteen claims pending 
and seven claims under consideration. Claims 5-8 and 10-11 are withdrawn from 
consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected 
invention. This is the first action on the merits. The application concerns (2,4,6- 
trifluorophenyO-triazolopyrimidines, method for the production thereof, thereof for 
controlling harmful fungi, and substances containing the same. 

Applicants have traversed the rejection on the grounds that there is no unity of 
invention because the special technical feature is the X variable. This argument is not 
found persuasive. According to the current application, the X variable may be a range 
of different groups. X can be is cyano, d-C 4 -alkoxy, C 3 -C 4 -alkenyloxy, Ci-C 2 - 
haloalkoxy or C 3 -C 4 -halo-alkenyloxy. Due to the array of different groups, which vary is 
size, shape, electronegativity, etc. there can be no special technical feature at this 
variable to support novelty and patentability. Therefore the restriction is deemed to be 
proper and the restriction is FINAL. 
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Priority 

2. Acknowledgment is made of Applicant's claim for foreign priority. This 
application is U.S. Application No. 10/579,144, filed May 15, 2006, which is a national 
stage entry of PCT/EP04/13063, filed November 18, 2004, which claims the benefit of 
German application No. 103 55 387.8, filed November 25, 2003. 

Specification 

3. The use of the trademark UNIPEROL has been noted in this application. It 
should be capitalized wherever it appears and be accompanied by the generic 
terminology. 

Although the use of trademarks is permissible in patent applications, the 
proprietary nature of the marks should be respected and every effort made to prevent 
their use in any manner which might adversely affect their validity as trademarks. 

4. The specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting 
any of the errors of which applicant may become aware of in the specification. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claims 1-4, 9, 12, and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pees et. al. (US 6,1 17,876) in view of Blasco et. al. (US 
2004/0162428). 

The current application recites a variety of specific (2,4,6-trifluorophenyl)- 
triazolopyrimidines, method for the production thereof, thereof for controlling harmful 
fungi, and substances containing the same. 

8. The Pees et. al. reference teaches a group of compounds which are almost 
identical in scope to the current application. Within Pees et. al., are taught compounds 
as being used for a similar, if not identical, purpose as the proposed application. That 
is, the triazolopyrimidines are being used as antifungal agents and fungicides. 

Pees et. al., also has an identical core structure to the current patent application 
with only one difference (see abstract, formula (I)). Pees et. al. has the (2,4,6- 
trifluorophenyl)-triazolopyrimidine ring system however its X variable is only permitted to 
be a halogen, not the cyano, alkoxy, haloalkoxy, or alkeneoxy groups of the current 
application. 

Blasco et. al. also teaches a group of compounds which are almost identical in 
scope to the current application. Within Blasco et. al., (Formula I, abstract) are taught 
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compounds as being used for a similar, if not identical, purpose as the proposed 
application. That is, the triazolopyrimidines are being used as antifungal agents and 
fungicides. 

Blasco et. al. has an identical core structure to the current patent application with 
only one difference. Blasco et. al. has a (2,6-difluorophenyl)-triazolopyrimidine ring 
system whereas the current application has a (2,4,6-trifluorophenyl)-triazolopyrimidine 
ring system. It teaches the X variable can be a cyano, alkoxy, haloalkoxy, or alkeneoxy 
groups, as does the current application. 

By looking at the different elements of the two prior art documents, namely the 
(2,4,6-trifluorophenyl)-triazolopyrimidine/(2,6-difluorophenyl)-triazolopyrimidine ring 
systems and the cyano, alkoxy, haloalkoxy, or alkeneoxy groups/halogen groups 
available for variable X, we can combine prior art elements to obtain an obvious result. 
All of the elements are present between the two applications in the prior art, the only 
difference is combining the (2,4,6-trifluorophenyl)-triazolopyrimidine ring system of Pees 
et. al. with the cyano, alkoxy, haloalkoxy, or alkeneoxy groups available for variable X of 
Blasco et. al. 

All the prior art elements were known in the prior art and one skilled in the art 
could have combined the elements as claimed by known methods with no change in 
their respective functions, and the combination would have yielded predictable results to 
one of ordinary skill in the art at the time of the invention. 



Application/Control Number: 10/579,144 Page 6 

Art Unit: 1624 

Double Patenting 

9. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thoringtpn, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Application/Control Number: 10/579,144 Page 7 

Art Unit: 1624 

10. Claims 1-4, 9, 12, and 13 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claim 1 of U.S. Patent 
Publication Application No's US 2006/211711, US 2006/0211573, and US 
2007/0135453. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because Claim 1 of U.S. Patent Publication Application No's US 
2006/211711, US 2006/0211573, and US 2007/0135453 embraces the instant claims 1- 
4, 9, 12, and 13. 

1 1 . The instant claim differs from the copending claim by a more limited genus than 
the claim of the copending application. However, it would have been obvious to one 
having ordinary skill in the art at the time of the invention to select any of the species of 
the genus of the copending application, including those instantly claimed, because the 
skilled chemist would have the reasonable expectation that any of the species of the 
genus would have similar properties and, thus, the same use as taught for the genus as 
a whole. One of ordinary skill in the art would have been motivated to select the claimed 
compounds from the genus of the copending application since such compounds would 
have been suggested by the claims of the copending application. It has been held that a 
prior art disclosed genus of useful compounds is sufficient to render prima facie obvious 
a species falling within a genus. In re Susi, 440 F.2d 442, 169 USPQ 423, 425 (CCPA 
1971), followed by the Federal Circuit in Merck & Co. v. Biocraft Laboratories, 847 F.2d 
804, 10 USPQ 2d 1843, 1846 (Fed. Cir. 1989). 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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12. Claims 1-4, 9, 12, and 13 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claim 1 of copending 
Application No. 10/483,597, now '597, (US 2004/0162428) in view of Patani et. al. 

1 3. The current application recites a Variety of specific (2,4,6-trifluorophenyl)- 
triazolopyrimidines, method for the production thereof, thereof for controlling harmful 
fungi, and substances containing the same. 

'597 teaches a group of compounds which are almost identical in scope to the 
current application. Within Blasco et. al., (Formula I, abstract) are taught compounds as 
being used for a similar, if not identical, purpose as the proposed application. That is, 
the triazolopyrimidines are being used as antifungal agents and fungicides. 

'597 has an identical core structure to the current patent application with only one 
difference. Blasco et. al. has a (2,6-difluorophenyl)-triazolopyrimidine ring system 
whereas the current application has a (2,4,6-trifluorophenyl)-triazolopyrimidine ring 
system. 

In medicinal chemistry, bioisosteres are substituents or groups with similar 
physical or chemical properties that may impart similar biological properties to a 
chemical compound. In drug design, the purpose of exchanging one bioisostere for 
another is to enhance that desired biological or physical properties of a compound 
without making significant changes in chemical structure (Ann.Rpts.Med.Chem. 21, 
283-291). 

The patent reference, Patani et. al., page 3147-8, describes in detail the concept 
of bioisosteres. Patani states, "The bioisostere rationale for the modification of lead 
compounds is traced back to the observation by Langmuir in 1919 regarding the 
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similarities of various physiochemical properties of atoms, groups, radicals, and 
molecules. Langmuir compared the physical properties of various molecules such as 
N 2 , and CO, N2O and C0 2 and N 3 - and NCO- and found them to be similar. On the • 
basis of these similarities, he identified 21 groups of isosteres. 

A further extension to this concept came about in 1925 with Grimm's Hydride 
Displacement Law. This law states: "Atoms anywhere up to four places in the periodic 
system before an inert gas change their properties by uniting with one to four 
hydrogens, in such a manner that the resulting combinations behave like pseudoatoms, 
which are similar to elements in the groups one to four places, respectively, to their 
right. Each vertical column below, according to Grimm, would represent a group of 
isosteres:" 

~~ C N 0 F Wo Na 

CH NH OH FH 

CH 2 NH. OH, FH, + 
CH 3 " NH; OH 3 + 
CH« NH/ 

Grimm's Hydride Displacement Law... outline a series of replacements which have been 
referred to as classical bioisosteres." (Patani et. al. p. 3148) 

Patani et. al. gives a solid reason to attempt to replace certain atoms with 
pseudoatoms. We then apply this logic to the '597 application. When we took at '597, 
we see that the compounds differ only by a single fluorine atom in the 4-position of the 
phenyl ring with the compounds of the current application. The difference between the 
(2,6-difluorophenyl)-triazolopyrimidine ring system of '597 and the (2,4,6- 
trifluorophenyh-triazolopyrimidine ring system in the present application is the only 
section of the molecule that differs. When we take into account Patani et. al., we see 
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that the substitution of a hydrogen by a fluorine is one of the more commonly employed 
monovalent isoteric replacements, (page 3150, 4 th para.) This allows us to presume 
that if we were to replace the 4-hydro group with a 4-fluoro group on the (2,6- 
difluorophenyl)-triazolopyrimidine ring system, we would get similar physiochemical 
properties. 

It would have been obvious to one skilled in the arts at the time of the invention 
to try to replace the 4-hydro with a 4-fluoro on the (2,6-difluorophenyl)-triazolopyrimidine 
ring system. '597 combined with Patani et. al. show the necessary teachings that 
suggest replacing the 4-hydro with a 4-fluoro on the (2,6-difluorophenyl)- 
triazolopyrimidine ring system to attempt to enhance activity and afford a positive 
benefit from the replacement. 

Conclusion 

14. Claims 1-4, 9, 12, and 13 are rejected. 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey H. Murray whose telephone number is (571) 
272-9023. The examiner can normally be reached on Mon-Thurs. 7:30-6pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisors, James O. Wilson can be reached at 571-272-9023. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
US PYO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JHM 




